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I. INTRODUCTION 

Defendant fails to raise any serious challenge to the issuance of a preliminary injunction.  

Plaintiffs have shown that claim 1 of the ’932 patent is almost certainly anticipated.  In fact, 

claim 1 is so broad that—with the exception of a single issue from the preamble—Defendant 

does not even dispute that all of its limitations are disclosed by one of Defendant’s own prior 

patent publications.  Defendant only argues that the portions of the prior art Plaintiffs point to for 

the claimed “cartridge” are from a drum unit rather than a cartridge.  But Defendant’s argument 

is demonstrably wrong because the ’932 patent itself expressly refers to a “drum cartridge” in its 

specification, thereby demonstrating that the term “cartridge” encompasses drum units.  See 

Section II.A.1. 

Defendant also raises a scattershot of other complaints that are at best misleading and at 

worst, demonstrably incorrect.  None of Defendant’s distractions negate the requirements for a 

preliminary injunction.  For instance, Defendant argues that it has not taken any affirmative act 

to enforce its patent rights despite admitting to formally filing for removal of Plaintiffs’ products 

based on those same patent rights.  Strangely, Defendant argues (1) that declaratory judgment 

jurisdiction is lacking here based on its promise not to sue and (2) suggests that no preliminary 

injunction should issue because it’s unclear whether Amazon would even relist Plaintiffs 

products.  Yet Defendant provides the very case, Dror v Kenu, Inc., that rejects both arguments 

and fails to cite any other case in support.  See Sections II.B, II.C. 

Defendant makes much of certain toner cartridges that Plaintiffs still have listed on 

Amazon, alleging that Plaintiffs have engaged in “self-help by relisting their banned listings.” 

(Opp’n at 4).  This is factually false.  Four of the listings Defendant cites have been on Amazon 

since before Defendant’s evaluation procedure, with one being available as early as November of 

2020—one year ago.  See Section II.B.  Defendant has not accused these products of 
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infringement and provides no explanation for why it failed to do so.  Id.  The remaining product, 

which Defendant improperly attributes to more than one Plaintiff, is not even the same design as 

those Defendant has accused of infringement.  Id.  Therefore it is not the “same version[]’ of the 

products accused in the Amazon evaluation procedure as Defendant falsely, and baldly, asserts.  

Opp’n at 1.  While accusing Plaintiffs of being untimely, Defendant admits it has been untimely 

in accusing Plaintiffs’ products of infringement.  Defendant’s failure to include unaccused 

products in its Amazon evaluation procedure does not erode this Court’s ability to decide if 

Defendant should be enjoined from causing the delisting of Plaintiff’s accused products. 

Defendant also repeatedly blames Plaintiffs for Amazon’s removal of their products.  

According to Defendant, it is not responsible for any harm to Plaintiffs because it’s allegedly 

their own fault they “missed the deadline for participating in Amazon’s Utility Patent Neutral 

Evaluation” process.  Opp’n at 3.  But conflictingly, Defendant also repeatedly asserts that it 

would not have mattered one way or the other even if Plaintiffs did successfully participate in 

Amazon’s evaluation procedure.  See Section II.C.  Defendant cannot escape responsibility for 

initiating Amazon’s evaluation procedure by blaming something they contend would not have 

even prevented the harm to Plaintiffs. 

The Court should grant preliminary injunction here.  There is a high likelihood that claim 

1 of the ’932 patent is invalid.  Moreover, Plaintiffs have demonstrated irreparable injury and a 

favorable balance of equities.  Preliminary injunction is the only way Plaintiffs can prevent 

incalculable loss to their goodwill and reputation.  Without it, Plaintiffs will have to wait until 

this lawsuit concludes to begin redressing their lost goodwill, resulting much delayed (i.e., 

denied) justice. 
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II. ARGUMENT 

A. Plaintiffs Are Likely to Prove Invalidity 

1. Each and Every Limitation of Claim 1 Is Disclosed by the ’158 

Publication 

Defendant does not dispute that the ’158 publication, one of Defendant’s own patent 

publications, qualifies as prior art.  And with the exception of the word “cartridge” in the 

preamble, Defendant does not dispute that the ’158 publication discloses each and every 

limitation in claim 1 of the ’932 patent.   

Defendant’s sole argument that claim 1 of the ’932 patent is not invalid relies on a 

construction for “cartridge” that excludes a drum unit.  Opp’n at 16.  Defendant argues that claim 

1 recites “cartridge” in its preamble, but the housing of the ’158 publication “is part of the drum 

unit, not the cartridge.”  Id.  According to defendant, the side walls Plaintiffs rely on in their 

motion “cannot be part of the [claimed] cartridge because the figure shows those elements 

present in the drum unit when the cartridge is removed.”  Defendant is demonstrably wrong. 

The ’932 patent itself discloses that the term “cartridge” encompasses a drum unit.  

Indeed, the patent specifically notes that a “developing unit 5 includes a drum cartridge 6” and 

that the “drum cartridge 6 includes a drum frame.”  ’932 patent (Dkt. 1-1) at 7:8-13.  Although 

the patent also separately refers to a “developing cartridge,” id., claim 1 does not specifically 

claim a “drum cartridge” or a “developing cartridge.”  Instead, claim 1 broadly claims a 

“cartridge” without any qualifying language.  ’932 patent at claim 1.   

Claim terms must be read “in light of the specification” and “a correct construction is one 

that corresponds with . . . how the inventor describes his invention in the specification, i.e., an 

interpretation that is consistent with the specification.”  Promos Techs. Inc., v. Samsung Elecs. 

Co., Ltd., 809 Fed. Appx. 825, 837 (Fed Cir. 2020) (emphasis added, citations omitted).  
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Viewing the drum unit of the ’158 publication as the claimed “cartridge” is thus entirely 

consistent with the specification of the ’932 patent because the patent expressly uses the term 

“cartridge” to refer to drum units.  In contrast, Defendant’s position that the cited parts of the 

’158 publication “cannot be part of the cartridge” merely because they are part of the drum unit 

is inconsistent with the specification because it wrongly assumes that a drum unit is not a 

cartridge.  Opp’n at 17.   

Moreover, the mere fact that the ’158 refers to its photosensitive portion as a “drum unit” 

(’158 publication at ¶ 52) rather than a “drum cartridge” like the patent at issue, is not relevant.  

What “cartridge” includes is controlled by the ’932 patent specification—not the ’158 

publication—and the ’932 patent repeatedly refers to a “drum cartridge.”  ’932 patent at 7:8-13.  

Indeed, Defendant admits in its brief that the “’158 Publication and ’932 Patent’s use of similar 

words is not evidence that they use those words in the same way or with the same meaning in 

each disclosure.”  Opp’n at 15.   

Finally, Defendant criticizes the fact that the ’158 publication’s drum subunit can receive 

four developer cartridges whereas, in contrast, “Claim 1 of the ’932 Patent is directed to only the 

cartridge.”  Opp’n at 18.  This distraction is irrelevant for two reasons.  (1)  Nothing in claim 1 

excludes the existence of additional developer cartridges.  (2)  And even if claim 1 somehow 

includes such a negative limitation, the ’158 publication unambiguously states that having four 

developer cartridges is merely an “example” and that “[i]n the monochrome laser printer, a 

processing unit including a single developer cartridge 32 mounted in a single drum subunit 46 

may be provided as an image formation unit.”  ’158 publication at ¶ 195 (emphasis added). 

Thus, Defendant’s argument that the drum unit of the ’158 publication cannot be the 

claimed “cartridge” is not just unsupported, it is directly contradicted by the ’932 patent.  This is 
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Defendant’s only argument supporting validity.  Therefore, Plaintiffs have shown that claim 1 of 

the ’932 patent is mostly likely invalid. 

2. The Preamble Here Is Not Limiting 

Additionally, Defendant’s argument fails because the preamble, “[a] cartridge 

comprising,” is not limiting (i.e., it does not by itself limit the scope of the claim).  “In general, a 

preamble limits the invention if it recites essential structure or steps, or if it is ‘necessary to give 

life, meaning, and vitality’ to the claim.”  Shoes by Firebug LLC v. Stride Rite Children's Grp., 

LLC, 962 F.3d 1362, 1367 (Fed. Cir. 2020) (quoting Catalina Mktg. Int’l, Inc. v. 

Coolsavings.com, Inc., 289 F.3d 801, 808 (Fed. Cir. 2002).  “Conversely, a preamble is not 

limiting ‘where a patentee defines a structurally complete invention in the claim body and uses 

the preamble only to state a purpose or intended use for the invention.’”  Id. 

Here, the preamble—“A cartridge comprising”—does not “recite[] essential structure or 

steps”; nor is it “‘necessary to give life, meaning, and vitality’ to the claim.”  See id.  Indeed, 

Defendant “defines a structurally complete invention in the claim body and uses the preamble 

only to state a purpose or intended use for the invention” (id.) because the claim body recites “a 

housing,” “a receiving unit,” “a detected body” and their detailed structures.  ’932 patent at claim 

1.  Therefore, the preamble here is not limiting.  

While Plaintiffs have assumed that the preamble of claim 1 is limiting for the purposes of 

this motion and have shown that claim 1 is invalid in that case, Defendant has failed to provide 

any reasoning or analysis for why it believes the Court should depart from the default rule that 

preambles are not limiting.  See, e.g., Am. Med. Sys. Inc. v. Biolitec, Inc., 618 F.3d 1354, 1358 

(Fed. Cir. 2010) (“Generally, we have said, the preamble does not limit the claims”) (internal 

quotations and citations omitted).  Defendant’s failure further weighs in favor of granting a 
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preliminary injunction here because it demonstrates that Plaintiffs are even more likely to 

ultimately prevail on their claim of invalidity. 

3. No Specific Claim Constructions, Expert Testimony, or Dictionaries 

Are Necessary 

Defendant haphazardly criticizes Plaintiffs’ anticipation claim with a scattershot1 of 

issues (Opp’n at 13-15) but fails to explain or cite a case showing why any of those issues 

matter.  First, Defendant complains that Plaintiffs’ motion allegedly lacks “any claim 

construction analysis.”  But Plaintiff’s motion and claim chart is replete with examples of claim 

construction analysis.  See, e.g., Mot. (Dkt. 9) at 10 (explaining why the receiving portion is 

within the scope of the claimed receiving unit), 11 (explaining why the detected portion is part of 

the detected body, as claimed, and explaining why it meets the limitation of “configured to be 

detected by a detecting unit”),  11-13 (explaining why the ’158 publication’s disclosure is within 

the scope of the claimed “detected body is configured to advance outwards in the longitudinal 

direction”).  Defendant does not explain why these examples do not qualify as “claim 

construction analysis.”  Nor does defendant cite any case finding such analysis insufficient at the 

preliminary injunction stage. 

Second, Defendant notes the lack of expert testimony.  Again, Defendant does not 

explain why expert testimony is necessary at this stage or even allege that any particular issue 

 
1 Scattered throughout its 10-page introduction/background section, Defendant also raises a 

number of unrelated issues including, inter alia, the merits of the aftermarket toner market, 

Plaintiffs’ business practices, and the accuracy of Plaintiffs filings.  Opp’n at 1-10 (calling 

Plaintiffs “illicit businesses”).  Plaintiffs do not concede these issues or Defendant’s 

characterizations, which are demonstrably wrong.  For example, the business address of Akda is 

not “obviously false” merely because the romanization of its Chinese address includes numbers.  

Opp’n at 6.  In any case, Defendant does not rely on these assertions in arguing the merits of the 

instant motion other than to suggest, without any analysis or legal support, that they might 

somehow affect the equities or public interest.  Therefore, Plaintiffs have elected to focus on 

substantive issues in their reply.   
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would benefit from expert testimony.  Nor has Defendant identified a case requiring expert 

testimony at the preliminary injunction stage.  Indeed, on a motion for preliminary injunction, 

Plaintiffs need only show that they are “likely to succeed on the merits.”  Winter v. Natural Res. 

Def. Council, Inc., 555 U.S. 7, 20 (2008).  Plaintiffs have done so.  Proving invalidity, with 

expert testimony (if necessary), will occur later in the ordinary course of this case. 

Third, Defendant complains that Plaintiffs “are silent as to what ordinary and customary 

meaning they applied.”  Opp’n at 14.  Not so.  As explained above, plaintiffs provided ample 

analysis regarding what it believed the claim elements encompassed.  Mot. at 10-13.  

Importantly, Defendant does not dispute any of this analysis and only raises one argument in 

support of validity.  See Section II.A.1.  While Plaintiffs did not articulate a construction for 

terms in the patent claim (i.e., reword the claims), Plaintiffs explained it was not necessary to do 

so.  Mot. at 8.  Indeed, rewriting the patent claim using different words is not only unnecessary 

but likely to lead to litigation regarding the construction or meaning of the articulated 

construction.  See, e.g., Koninklijke Philips N.V. v. Zoll Lifecor Corp., No. 2:12-cv-1369, 2014 

WL 5088863, at *3 (W.D. Pa. July 31, 2014) (noting the potential to “unleash[] further debate 

about ‘construction of the construction’”); Yodlee, Inc. v. Plaid Techs., Inc., No. 14-1445-LPS, 

2016 WL 204372, at * 5 (D. Del. Jan. 14 2016) (noting the parties disagreement “about what the 

construction means”).   

Moreover, Defendant likewise does not articulate any constructions despite asserting: 

“We supply the missing analysis below.”  Opp’n at 3.  Critically, Defendant does not identify 

any constructions that would change the outcome of rendering claim 1 of the ’932 patent 

anticipated by the ’158 publication.  Defendant does not even articulate a construction for 

“cartridge” despite arguing that the drum unit of the ’158 publication does not qualify as the 
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“cartridge” of claim 1’s preamble.  Opp’n at 15-18; see also Section II.A.1.  But this is not a 

problem because no articulation is necessary.  It is clear from Defendant’s brief that it believes 

the drum unit of the ’158 publication is not within the scope of the word “cartridge” recited in 

claim 1’s preamble.  And, as explained in the preceding section, it is undisputable from the 

specification of the ’932 patent that the term “cartridge” encompasses a drum unit because the 

patent refers to drum units as cartridges.  Section II.A.1.  No articulation or rewording of the 

claim is necessary to understand and resolve this issue. 

Lastly, Defendant complains that Plaintiffs “have pointed to no dictionaries in support of 

their ordinary and customary meaning.”  Opp’n at 14-15.  Again, Defendant does not explain 

why that matters or identify a case where dictionary definitions are per se required, let alone 

required in a motion for preliminary injunction.  Defendant cites to Philips, but that case 

criticized dictionaries, stating that the “problem with elevating the dictionary to such prominence 

[is because] it focuses the injury on the abstract meaning of words rather than on the meaning of 

the claim terms within the context of the patent.”  Phillips v. AWH Corp., 415 F.3d 1303, 1321-

22 (Fed. Cir. 2005).  The Phillips court recognized that “[d]ictionaries, by their nature, provide 

an expansive array of definitions” and as a result, a “general-usage dictionary cannot overcome 

art-specific evidence of the meaning of a claim term.”  Id. (citations omitted).  That reasoning 

applies squarely here.  As demonstrated above in Section II.A.1, no dictionary is required to 

conclude that a drum unit is within the scope of what the ’932 patent calls a “cartridge” because 

the “art-specific evidence,” i.e., language within the ’932 patent itself, is sufficient to conclude 

that it is.  Defendant does not raise any other substantive issues regarding anticipation that could 

potentially warrant the need for dictionaries. 
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Defendant fails to cite any case that denies a preliminary injunction based on these issues.  

While Defendant cites EyeTicket for the proposition that Plaintiffs’ evidence is insufficient 

(Opp’n at 13), that case is inapplicable here.  In EyeTicket, it was the patentee that was seeking a 

preliminary injunction, not the patent challenger.  EyeTicket Corp v. Unisys Corp., 155 F. Supp 

2d. 527, 530 (E.D. Va. 2001).  In that context, the patent challenger (the defendant in that case) 

had “not genuinely contested the validity” of the relevant patents.  Id. at 542.  Instead, the patent 

challenger argued that for purposes of preliminary injunction “the [patent holder] may not rely 

on the presumption [of validity] but must make a strong showing that the patent will likely be 

upheld as valid and enforceable.”  Id. at 541.  The court disagreed and held that the challenger’s 

evidence must overcome the presumption of patent validity.  Id. at 542. 

The situation here is different.  Plaintiffs, the patent challengers in this case, are the ones 

seeking preliminary injunction.  Unlike the challenger in EyeTicket who failed to genuinely 

contest patent validity, Plaintiffs here have made a strong showing that claim 1 of the ’932 patent 

is anticipated—a showing that Defendant does not dispute outside of a single issue in the 

preamble.  Unlike EyeTicket, Plaintiffs are not saying Defendant may not point to a presumption 

of validity.  Instead, Plaintiffs here have rebutted the presumption of validity through the largely 

undisputed showing in their motion, thereby putting the onus on Defendant to counter Plaintiffs’ 

strong showing of invalidity.  

B. This Case Presents a Case of Actual Controversy 

Defendant admits that Plaintiffs need only show an affirmative act by the patentee related 

to the enforcement of his patent.  Opp’n at 19 (also noting the requirement of meaningful 

preparation to conduct potentially infringing activity, which is not disputed here).  Defendant 

also admits to attempting to “protect those [patent] rights through efficient private mechanisms 

like Amazon’s UPNE process” (Opp’n at 24).  See also Opp’n at 23 (alleging “ongoing harm of 
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Plaintiffs’ infringement of the ’932 Patent”).  Yet inexpiably, Defendant argues that it has not 

performed the “affirmative act” necessary for declaratory judgment jurisdiction.  Opp’n at 19.  

Defendant is wrong.  Defendant “submitted a formal request” to Amazon “backed by claim 

charts and invoices showing Plaintiffs selling of [allegedly] infringing products on 

Amazon.com” (Opp’n at 10), which qualifies as an affirmative act related to the enforcement of 

the ’932 patent. 

Attempting to destroy jurisdiction, Defendant points out language in one of its letters 

stating: “We do not believe that Brother now intends or at any time in the past has intended to 

file such a lawsuit.”  Opp’n at 19.  It is well settled that a mere promise to not bring suit is not 

sufficient to divest a court of declaratory judgment jurisdiction.  See, e.g., SanDisk Corp. v. 

STMicroelectronics, Inc., 480 F.3d 1372, 1382-83 (Fed. Cir. 2007).   

SanDisk is particularly instructive.  In SanDisk, the patentee made the “unequivocal 

statement that ‘ST has absolutely no plan whatsoever to sue SanDisk.’”  Id.  Nonetheless, the 

Federal Circuit reversed the District Court’s dismissal of the declaratory judgment action, 

explaining that the promise not to sue did not eliminate the justiciable controversy “because ST 

has engaged in a course of conduct that shows a preparedness and willingness to enforce its 

patent rights despite Jorgenson’s statement.”  Id.  The court further noted that “ST is engaging in 

the kinds of ‘extra-judicial patent enforcement with scare-the-customer-and-run tactics’ that the 

Declaratory Judgment Act was intended to obviate.”  Id.  The same reasoning applies to this 

case. 

Here, Defendant’s statement does not rise to the unequivocal nature of the promise made 

in SanDisk that the Federal Circuit nonetheless found insufficient to destroy jurisdiction.  

Compare Opp’n at 19 (“We do not believe . . .”) with SanDisk, 480 F.3d at 1382 (“ST has 
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absolutely no plan whatsoever”).  Moreover, like SanDisk, Defendant is also engaging in “extra-

judicial patent enforcement” through Amazon’s Utility Patent Neutral Evaluation Procedure, 

which is precisely the kind of situation the “Declaratory Judgment Act was intended to obviate.”  

Id. at 1383.   

Defendant complains that accusing Plaintiffs of infringement through Amazon’s private 

Utility Patent Neutral Evaluation Procedure “cannot be sufficient to find a case or controversy” 

but fails to cite any authority supporting its position.  Defendant points to Dror, but that case 

found the opposite.  Dror found that a case or controversy did exist in the context of a notice 

letter to Amazon where, like here, the patentee “specifically informed [the accused infringer] that 

it was not intending to sue him for infringement.”  Dror v. Kenu, Inc., No. 19-cv-03043-LB, 

2019 WL 5684520, at *7 (N.D. Cal. Nov. 1, 2019).  It is unclear why Defendant cites to a case 

that specifically rejects Defendant’s own arguments.2   

Defendant further points out that “anytime any entity files an infringement takedown 

claim with a retailer, it would be creating automatic standing for a declaratory judgment action” 

(Opp’n at 19) but does not explain why this is a problem.  If a patentee takes affirmative acts 

related to enforcement of his (here, invalid) patent rights through Amazon’s procedures, the 

requirements for a declaratory judgment have been met and an accused infringer should be able 

to challenge the invalid claim(s) in court.  Were it otherwise, owners of broad, invalid patents, 

like Defendant, could wield their patents in Amazon’s extrajudicial forum without any fear that 

those patents could be found invalid simply because Amazon, for whatever reason, chose not to 

 
2 The Dror court also rejected Defendant’s argument that the injury here is not redressable 

merely because an injunction might not return Plaintiffs’ products to Amazon.  See Dror, 2019 

WL 5684520, at *8; Section II.C infra. 
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permit arguments regarding invalidating prior art.  Opp’n at 21 n. 22.  That would be an absurd 

result, contrary to public policy.  See Section II.E. 

Finally, Defendant claims that (1) there is no injury-in-fact (2) that is fairly traceable to 

Defendant’s conduct.  Regarding (1), Defendant suggests that Plaintiffs have engaged in “self-

help” (Opp’n at 4) by allegedly re-listing the same banned products.  E.g., Opp’n at 1-2, 4 

(“relisting their banned listings”).  Defendant is wrong.  These statements are factually incorrect 

and highly misleading.  First, Defendant attributes ASIN B09GK6BNGX to both E-Z Ink and 

Akda, which is demonstrably incorrect.  That ASIN was listed by Akda and not E-Z ink.  See 

Opp’n at 1 (“Sold by Akda”).  Merely because the product is advertised as “E-Z Ink (TM) 

Compatible” does not demonstrate it is sold by E-Z Ink, in the same way an “Apple compatible” 

product is not necessarily sold by Apple.  Defendant provides no evidence of additional products 

related to E-Z Ink.  Moreover, ASIN B09GK6BNGX is a different product with a different 

design from the products accused of infringing the ’932 patent.  Zhu Decl. at ¶¶ 3-6 (also 

affirming that Akda has not re-listed any of its accused products).  Defendant presents absolutely 

no evidence that ASIN B09GK6BNGX was the “same version[] of Brother’s products,” likely 

because it cannot do so.  Opp’n at 1. 

Defendant also alleges that “[t]he other Plaintiffs also maintain listings of Brother-

compatible TN-660 cartridges that were simply never taken down.” Opp’n at 2.  What Defendant 

fails to mention is that their Utility Patent Neutral Evaluation did not even accuse those ASINs of 

infringement.  Compare Complaint, Ex. B at 2 with Opp’n at 2 n. 4 (none of the ASINs cited in 

footnote 4 (B08NK27ZZR, B08NV4J7N8, B08NG4D2KL, and B08SQHFBXN) are listed in 

Defendant’s evaluation procedure).  It is unclear why Defendant believes these cartridges should 

have been taken down if Defendant did not even accuse them of infringing the ’932 patent in its 
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formal complaint to Amazon.  While Defendant appears to be aware of these ASINs, each has 

been on Amazon since well before Defendant filed its Utility Patent Neutral Evaluation.  Exs. 

13-16.3  Indeed, ASIN B08NG4D2KL appears to have been available on Amazon since at least 

November of last year, 2020.  Ex. 13. 

Regardless, the existence of other sales channels—whether for the same accused products 

or for similar, but unaccused products—does not mean that the closure of the sales channels at 

issue in this motion does not rise to an injury-in-fact.  As Plaintiffs pointed out—and Defendant 

does not dispute—the lost ASINs resulted in lost product ranking and goodwill.  Mot. at 15.  

Even Defendant acknowledges that harms to “a party’s market share [and] reputation . . . 

constitute an irreparable injury.”  Opp’n at 21.  Thus, the existence of other sales channels relates 

at most to degree of injury rather than the nature or existence of an injury in fact.  See Mountain 

Valley Pipeline, LLC v. Simmons, 307 F. Supp 3d 506, 527-28 (N.D. W. Va. 2018) (“These 

arguments relate only to the degree of irreparable economic harm; that MVP might be capable of 

mitigating its unrecoverable losses does not render them irrelevant.”). 

Regarding (2) Defendant alleges that “Plaintiffs’ injury is traceable to their failure to 

meet Amazon’s UPNE deadline.”  Importantly, Defendant does not dispute that Plaintiffs’ injury 

is also fairly traceable to Defendant’s filing of the UPNE.  Merely because Plaintiffs actions may 

have contributed to the injury does not mean the injury is no longer traceable to Defendant.  In 

any case, Defendant is wrong to argue that the removal of Plaintiffs’ products from Amazon is 

traceable to Plaintiffs because Defendant expressly argues that Plaintiffs’ participation in 

Amazon’s evaluation procedure would not have made any difference.  Opp’n at 3 (“Plaintiffs 

 
3 Camelcamelcamel is a website that tracks Amazon products and their historical prices.  See 

https://camelcamelcamel.com/about. 
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would not have had a defense during the UPNE process even if they had responded on time.”) 

(emphasis added). 

C. Defendant Concedes Plaintiffs Are Suffering Irreparable Injury 

A close read of Defendant’s opposition reveals that Defendant concedes Plaintiffs are 

suffering irreparable injury.  Indeed, Defendant acknowledges: “To be sure, this Court has 

acknowledged that harms to a party’s market share, reputation, and workforce constitute 

irreparable injury.”  Opp’n at 21 (citations and quotations omitted).  Instead, Defendants’ 

arguments are limited largely to the degree and imminence of Plaintiff’s injury. 

First, Defendant argues that Plaintiffs have relisted the same TN-660 cartridges under 

different ASINs.  Opp’n at 20, 1-2 (“same versions”), 4 (“relisting their banned listings on their 

own”).  Plaintiffs have addressed at length why this is misleading and incorrect in the previous 

section.  And even if correct, this again relates only to the degree of harm and not its nature.  

Defendant is merely arguing that the harm identified in Plaintiffs’ motion is not so bad because it 

is “mitigated.”  Opp’n at 21.  See Mountain Valley Pipeline, 307 F. Supp 3d at 527-28 (“These 

arguments relate only to the degree of irreparable economic harm; that MVP might be capable of 

mitigating its unrecoverable losses does not render them irrelevant”).  Crucially, Defendant does 

not dispute that Plaintiffs have suffered an injury through removal of its products and associated 

loss of ranking and goodwill.  And Defendant does not argue that the nature of the harm is 

somehow redressable by monetary damages.   

Second, Defendant points to an alleged delay in bringing the motion.  But Defendant only 

just initiated its Amazon Utility Patent Neutral Evaluation at the end of August, less than 2 

months before Plaintiffs’ preliminary injunction motion, which was filed on October 19, 2021.  

Moreover, Plaintiffs filed their motion less than a month after its products were delisted.  See 

Sandell Decl. Ex. 2 (Dkt. 9-8) at 1.  Defendant cites no case (nor could it) finding such a short 
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delay unreasonable.  The only case Defendant cites, Wreal, considered a five month delay, which 

is far longer than any delay here.  Wreal, LLC v. Amazon.com, Inc., 840 F.3d 1244, 1248 (11th 

Cir. 2016).  Defendant appears to suggest that Plaintiffs should have sought preliminary 

injunction as soon as they knew of the Amazon procedure because “they knew as of that notice 

that they would need to act or incur the consequences of inaction.”  Opp’n at 20.  Defendant, 

however, fails to explain how an accused infringer can (a) search for and identify relevant prior 

art, (b) analyze such prior art, (c) file an action, and (d) seek a preliminary injunction asserting 

invalidity—as soon as it’s accused of infringement.  Indeed, coupled with Defendant’s 

complaints about the lack of expert testimony, claim constructions, and dictionary definitions 

(Opp’n at 13-15; see also Section II.A.3 above), Defendant sets an impossibly high bar for 

seeking preliminary injunction—because it must occur immediately, and include everything.  

That bar finds no support in the law.  Less than two months from Defendant’s filing of its 

Amazon Utility Patent Neutral Evaluation Procedure is not an unreasonable delay that militates 

against a finding of irreparable harm. 

Third, Defendant points out that there is no guarantee that Amazon will restore Plaintiffs’ 

listings.  This is demonstrably untrue.  The Amazon Utility Patent Neutral Evaluation Procedure 

specifically provides that the Patent Owner may “retract[] or withdraw its claims of 

infringement” which will result in “terminat[ing] the Evaluation.”  Sandell Decl., Ex. 12 (Dkt. 9-

18) at ¶ 7.  Moreover, Amazon has confirmed that it will reinstate Plaintiffs’ listings if the 

evaluation procedure is withdrawn.  Ex. 17.  Even if that were not the case, however, uncertainty 

as to how Amazon will respond does not vitiate redressability.  Defendant’s own caselaw is 

instructive on that point.  The party challenging preliminary injunction made the same argument 

in Dror and the court disagreed.  “A favorable judgment here would redress that injury. . . . [a] 
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judgment in his favor would remove at least one hurdle to his [selling on Amazon] by removing 

Kenu’s infringement claim as a basis for Amazon’s refusing to list the [product].  This is 

sufficient to establish redressability.”  Dror, 2019 WL 5684520, at * 8.  Likewise here, an 

injunction would remove at least one hurdle (that of Defendant’s Utility Patent Neutral 

Evaluation) to the reinstatement of Plaintiffs’ products. 

Finally, Defendant alleges that “any harm is of Plaintiffs’ own making,” pointing out that 

Plaintiffs’ products would not have been delisted “until the UPNE process was complete.”  

Opp’n at 21-22.  As outlined in Plaintiffs’ motion, Plaintiffs sought to participate in Amazon’s 

evaluation procedure.  Motion at 2-3.  Plaintiffs’ participation was declined (likely)4 due to the 

time difference between China and the United States.  Id.  While Plaintiffs do not agree with 

Amazon’s decision to deny participation in its evaluation procedure, Amazon’s decision does not 

absolve Defendant of their role and render “[a]ny resultant harm . . . Plaintiffs’ own making.”  

Opp’n at 21-22.  An event can have more than one cause.  It is undisputed Defendant caused 

Plaintiffs’ injury through their initiation of the Utility Patent Neutral Evaluation.  That there 

might be another but-for cause to that injury—whether characterized as Amazon’s improper 

refusal to allow Plaintiffs to participate in the evaluation or as alleged lateness in Plaintiffs’ 

email to Amazon—does not change that fact.   

In any case, the harm associated with delisting Plaintiffs’ products was not of Plaintiffs’ 

making because the harm was not avoidable.  Even if Amazon had permitted Plaintiffs to 

participate in the procedure, that would have, at most, temporarily maintained those listings.  

Mot. at 2-3.  Plaintiffs would nonetheless have faced the loss of the Amazon marketplace as to 

 
4 Plaintiffs do not know precisely why their participation was declined because Amazon’s reply 

consisted of only pre-written form text.  Motion at 3. 
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the accused products unless they had a powerful noninfringement defense, even in the face of 

Defendant’s broad, invalid patent claim.  Id. at 17.  As Plaintiffs explained, such delisting occurs 

regardless of the patent’s validity, with no recourse for challenging validity.  Id.   

Defendant agrees the harm was not avoidable.  Indeed, Defendant concedes elsewhere in 

its opposition that the harm here was not of Plaintiff’s making because Defendant expressly 

argues that participating in Amazon’s evaluation procedure would not have made any difference.  

Defendant contends that “there is no infringement defense.”  Opp’n at 23.  Defendant goes even 

further and argues that “Plaintiffs would not have had a defense during the UPNE process even if 

they had responded in time.”  Opp’n at 4 (emphasis added).  Assuming arguendo that were true, 

Plaintiffs would not have been able to avoid delisting of their products even if they participated 

in the evaluation procedure.  Thus, according to Defendant’s own assertions, the harms suffered 

by Plaintiffs are not of “their own making” because their products would have been delisted 

anyway. 

Although Defendant implicitly concedes it was responsible for the harm here, it 

nonetheless seeks an exception, asking the court to find irreparable injury lacking because 

Plaintiffs have allegedly contributed somehow to their own injury.  The law does not recognize 

the exception Defendant now seeks.  Defendant cites only to a single case Di Base, but that case 

does not support Defendant’s exception.  In that case, members of a class action sought to 

preliminarily enjoin the termination of their healthcare plan in favor of annual HRA (health 

reimbursement accounts).  Di Biase v. SPX Corp., 872 F.3d 224, 228 (4th Cir. 2017).  The 

Plaintiffs there, asserting irreparable harm, alleged “that twenty-eight percent of eligible 

beneficiaries failed to purchase insurance with their HRA funds.”  Id. at 235.  The court found 

there was no irreparable harm because the plaintiffs “presented no evidence that anyone who 
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had attempted to secure insurance using an HRA account was unable to do so.”  Id. (emphasis 

added).  Thus, in Di Base, each plaintiff “had the option to avoid the loss of insurance” that they 

were claiming resulted in irreparable harm.  Id.  In other words, the alleged harm was entirely 

avoidable. 

The situation here is quite different.  Unlike Di Base, where the plaintiffs did not even 

attempt to avoid the harm by securing insurance, id., Plaintiffs here have presented ample 

evidence that they sought to avoid (temporary) delisting of their products through participation in 

Amazon’s evaluation procedure.  Mot. at 2-3.  And unlike Di Base, where each plaintiff had the 

option to entirely avoid the harm (loss of insurance), Defendant here has expressly argued that 

Plaintiffs did not have the option to avoid the harm because they allegedly “would not have had a 

defense during the UPNE process even if they had responded on time.”  Opp’n at 4. 

D. Any Harm Defendant May Suffer Can Be Redressed by Monetary Damages 

The equities here are indeed lopsided—in favor of preliminary injunction.  As explained 

above, Defendant does not dispute that Plaintiffs have suffered an injury and that the nature of 

that injury is irreparable.  Defendant also concedes that the irreparable injury is traceable to 

Defendant because Defendant alleges that Plaintiffs would not have been able to maintain their 

products on Amazon even if they participated in the evaluation procedure.  Opp’n at 4 

(contending there would have been no infringement defense in the evaluation procedure). 

Defendant does not point to any countervailing harm that they would suffer as a result of 

preliminary injunction that is not redressable by monetary damages.  Defendant cryptically says 

it would be “penalized for following the UPNE process and would suffer the ongoing harm of 

Plaintiffs’ infringement of the ’932 patent.”  Opp’n at 23.  It’s not clear what “penalty” 

Defendant is referring to aside from an adverse ruling.  Any harm to Defendant due to alleged 
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infringement would be redressable by monetary damages.  See Medcursor v. Shenzen KLM 

Internet Trading Co., No. 2:21-cv-02843, 2021 WL 2493288, at *11 (C.D. Cal. Jun. 10, 2021). 

E. The Public Interest Favors Preliminary Injunction 

Defendant argues that enforcement of its invalid patent should happen through Amazon’s 

evaluation procedure “before coming to court.”  Opp’n at 24.  Initially, this makes no sense 

because Defendant also argues that “the UPNE process had completed.”  Opp’n at 23.  

Regardless, Defendant admits that the procedure does not provide a way to challenge the validity 

of even dubiously broad patents (Opp’n at 21 n.22) and that a judgment of invalidity cannot issue 

“without winning [the] underlying declaratory judgment action” (Opp’n at 21), which can take 

months, if not years.  Read together, Defendant’s position would permit patentees to wield broad, 

invalid patents in Amazon’s evaluation procedure without any recourse to challenge validity.  

Absent preliminary injunction, an accused infringer would need to wait until a judgment of 

invalidity—months or years later—before they could resume selling their products in Amazon’s 

critical marketplace.   

Justice delayed is justice denied.  There is simply no reason to deny sellers access to 

Amazon’s huge, important marketplace, for months to years at a time, while waiting for a 

judgment of invalidity when a patentee will not suffer any harm that is not redressable by 

monetary damages.  The public interest strongly favors a free and open marketplace, 

unrestrained by broad, invalid patents. 
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III. CONCLUSION 

In view of the foregoing, the Court should grant Plaintiffs’ motion for a preliminary 

injunction. 
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