
   

360 Lexington Avenue 
New York, New York 10017 

 
  November 2, 2022 
VIA ECF 
Hon. Lee G. Dunst 
United States Magistrate Judge  
Eastern District of New York 
100 Federal Plaza, Room 830 
Central Islip, New York 11722 
 

Re: Slingshot Printing LLC v. Canon U.S.A., Inc., et ano.,  
Case No. 22-cv-00123 (HG) (LGD) (“Slingshot I”) 
Slingshot Printing LLC v. Canon U.S.A., Inc., et ano.,  
Case No. 22-cv-01852 (HG) (LGD) (“Slingshot II”) 

 
Dear Judge Dunst: 
 

My firm is co-counsel for defendants Canon U.S.A., Inc. and Canon Solutions America, Inc. 
(together, “Canon”) in the above-referenced actions, Slingshot I and Slingshot II. Canon respectfully 
submits this letter motion pursuant to this Court’s order [DE 45] seeking a stay of these actions. Canon 
recently initiated inter partes review (“IPR”) proceedings covering every patent claim asserted in 
Slingshot I.1 Canon also intends to file IPRs covering every patent claim asserted in Slingshot II2 within 
the next two months. Canon initiated the IPR process to eliminate the burden on both the parties and the 
Court that would arise from litigating patent claims that never should have been granted because they are 
invalid as anticipated or obvious in view of the well-known prior art. 

 
 Canon seeks to stay Slingshot I while the Patent Trial and Appeal Board (“PTAB”) conducts a 
thorough review to determine whether the asserted claims are invalid and should be cancelled. 35 U.S.C. 
§ 318(b). Canon further seeks a two-month stay of Slingshot II while it files IPRs challenging the asserted 
claims in Slingshot II. An immediate stay is warranted here because, as discussed below, it allows the 
Court and the parties to conserve valuable resources. By statute, the PTAB will decide whether to institute 
the Slingshot I IPRs no later than Spring 2023. 35 U.S.C. § 314(b); 37 CFR § 42.107(b). A stay pending 
an institution decision (which should be extended upon institution) will ensure that the Court need only 
adjudicate the narrowest possible set of issues if the case proceeds and avoid duplication of efforts. 

With respect to Slingshot II, Canon respectfully requests a temporary two-month stay while Canon 
finalizes and files IPRs on those asserted patent claims. While Canon is preparing its challenges 
expeditiously, the Slingshot II asserted patents cover different technologies than those in Slingshot I and 
requires additional time to finalize. This short stay would allow both Slingshot I and Slingshot II to remain 
                                            
1 The four Patents-in-Suit in Slingshot I are U.S. Patent Nos. 7,152,951 (“the ’951 Patent”), 7,195,341 
(“the ’341 Patent”), 7,559,629 (“the ’629 Patent”), and 7,938,523 (“the ’523 Patent”).  
2 The three Patents-in-Suit in Slingshot II are U.S. Patent Nos. 7,290,864 (“the ’864 Patent”), 7,594,708 
(“the ’708 Patent”), and 7,484,823 (“the ’823 Patent”).  
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on the same schedule, avoiding the obvious inefficiencies that would arise if the cases proceeded out of 
sync. Canon requests that the Slingshot II stay be extended once Canon’s IPRs are on file for the same 
reasons presented below. 
 

I. ARGUMENT 

 “District Courts have inherent power to stay an action pending IPR.” Synkloud Techs., LLC v. 
Cartessa Aesthetics, LLC., 2022 WL 1046261, at *2 (E.D.N.Y. Apr. 6, 2022). The “weight of the decisions 
in [the Second] Circuit counsels in favor of granting a stay where a party files its IPR proceedings within 
the one-year statutory deadline.” Molo Design, Ltd. v. Chanel, Inc., 2022 WL 2135628, at *3 (S.D.N.Y. 
May 2, 2022); see also Wiesel v. Apple Inc., 2021 WL 5038764, at *4 (E.D.N.Y. Oct. 29, 2021). The only 
relevant decisions out of this District stayed the litigations pre-institution. See Synkloud Techs., 2022 WL 
1046261, at *2; Wiesel, 2021 WL 5038764, at *4; Think Prods., Inc., v. ACCO Brands Corp., DE 31, CV 
14-6659 (KAM) (SIL), 2015 U.S. Dist. LEXIS 196129, *7-*8 (E.D.N.Y. June 19, 2015). 

District courts “consider three factors in analyzing whether a stay is warranted and appropriate 
pending the completion of review proceedings before the PTO: “(1) whether a stay will simplify the issues 
in question and trial of the case; (2) the state of the proceedings; and (3) whether a stay will prejudice the 
nonmoving party.” Synkloud Techs., 2022 WL 1046261, at *2. All three factors weigh in favor of staying 
these cases.  

 
A. The PTAB Proceedings Will Simplify the Issues Before This Court 

 The factor addressing simplification of issues and conservation of judicial and party resources 
strongly favors an immediate stay. The decisions discussed herein highlight the significant efficiencies 
that will result from an early stay even where the PTAB has not yet instituted review.  

 Because Canon’s IPRs are newly filed between August and October 2022, the PTAB has yet to 
decide whether to institute review. IPR2022-01414 (August 23, 2022); IPR2022-01415 (September 2, 
2022); IPR2022-01416 (August 23, 2022); and IPR2022-01541 (October 6, 2022).3 The majority view in 
recent decisions from Second Circuit district courts, including this district, is that the potential benefits of 
a stay “heavily outweigh the modest delay imposed by waiting for the PTAB’s initial decision.” Molo, 
2022 WL 2135628, at *3 (collecting cases).  

 In Synkloud, the Court granted a stay while the plaintiff was still finalizing its IPRs. 2022 WL 
2135628, at *4. The Court held that because all petitions were on file by the time the Court issued its order 
and because all were filed within the 1-year statutory period, the timing of the stay request favored a stay. 
Id. The Court reasoned a short stay was warranted because the “potential benefits outweigh a short delay 
if a stay is granted and the IPR is denied.” Id. Consistent with the weight of authority in the Eastern 
District, the Court held “the better course is to allow the PTO to apply its expertise to these proceedings 
before considerable judicial resources are expended.” Id. (quoting Think Products, 2015 U.S. Dist. LEXIS 
196129, at *8-*9). The same reasoning applies here where the PTAB is expected to make an institution 
decision on the Slingshot I IPRs in Spring 2023, and Canon will have its Slingshot II IPRs on file within 
two months. See New World Med. Inc. v. MicroSurgical Tech. Inc., 2021 WL 952456, at *4 (W.D. Wash. 
                                            
3 Canon’s IPRs are publicly available. Courtesy copies can be provided at the Court’s request. 
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Feb. 18, 2021) (“In less than approximately four to five months, it will be known if the PTAB instituted . 
. . [t]his minimal delay mitigates the court’s concern that the stay might not simplify the case.”). 

 Courts in this district and in the Second Circuit have also emphasized the benefit of reducing the 
scope of litigation if the PTAB cancels claims. Synkloud Techs., 2022 WL 1046261, at *2-*3; Think 
Products, 2015 U.S. Dist. LEXIS 196129, at *8-*9; Molo, 2022 WL 2135628, at *3; Kannuu Pty Ltd. v. 
Samsung Elecs. Co., 2021 WL 195163, at *6 (S.D.N.Y. Jan. 19, 2021), aff'd, 15 F.4th 1101 (Fed. Cir. 
2021); Rovi Guides, Inc. v. Comcast Corp., 2017 WL 4876305, at *3 (S.D.N.Y. Oct. 27, 2017); see also 
Karl Storz Endoscopy-America, Inc. v. Synaptive Med. Inc., 2018 WL 11220832, at *1 (S.D.N.Y. Aug. 8, 
2018) (emphasizing IPRs were likely to “carry at least some streamlining benefits for this action, whether 
because causes of action [would have been] reduced in their scope or foreclosed entirely or because the 
contours of the infringement inquiry [would have been] sharpened”) (quoting Straight Path IP Grp., Inc. 
v. Verizon Commc'ns Inc., 2016 WL 6094114, at *3 (S.D.N.Y. Oct. 18, 2016)).  

 Granting a stay now would simplify the issues going forward, potentially mooting some or all of 
the claims entirely, and would streamline the litigation for trial by reducing the claim construction 
disputes, minimizing the number of claims that the parties and their experts need to address, and narrowing 
the defendants’ invalidity arguments. See Think Products, 2015 U.S. Dist. LEXIS 196129, at *10 (“If the 
PTO finds the Patents are invalid, this action will be rendered moot. In addition…the petitioner will be 
estopped from asserting that the claim is invalid on any ground that the petitioner raised or reasonably 
could have raised during that inter partes review.”).  

 It is significantly more likely than not that the PTAB will institute Canon’s IPRs and cancel at 
least some of the asserted patent claims—70% rate of institution in 2022 with 85% of IPRs resulting in 
the cancellation of some claims and 67% resulting in cancelation of all claims. Ex. 1, PTAB’s June 2022 
Trial Statistics at 7, 11-12. Even so, the Court need not speculate as to the potential outcome of the IPRs 
to recognize the benefits of a stay. All Slingshot I asserted patents (and soon all Slingshot II asserted 
patents) are subject to IPR, a situation where, whatever the outcome, the claims at issue will be simplified 
because the PTAB’s decisions will be binding on this Court under 35 U.S.C. § 315(e) and the PTAB will 
provide claim constructions that may be persuasive to this Court should the case later proceed. See Think 
Products, 2015 U.S. Dist. LEXIS 196129, at *10; Rovi Guides, 2017 WL 4876305, at *3 (discussing 
Straight Path IP Grp., 2016 WL 6094114, at *3).  

Moreover, even if the PTAB does not cancel every challenged claim, the remaining issues before 
this Court would still necessarily be streamlined because Canon would be estopped from arguing that the 
challenged claims are invalid “on any ground that [it] raised or reasonably could have raised during” IPR. 
Synkloud Techs., 2022 WL 1046261, at *2 (citing 35 U.S.C. § 315(e)(1)); Think Products, 2015 U.S. Dist. 
LEXIS 196129, at *10. Finally, an early stay combined with streamlined proceedings ultimately fulfills 
the goals of the IPR process to “limit unnecessary and counterproductive litigation costs.” Driessen v. 
Walmart Inc. et al., 514 F. Supp.3d 122, 125 (D.D.C. 2021) (quoting Regents of the Univ. of Minn. v. LSI 
Corp., 926 F.3d 1327, 1335 (Fed. Cir. 2019)). 
 

B. The Timing Favors a Pre-Institution Stay Because This Case is in Its Infancy 

 By any definition, this case is in its early stages and the timing therefore favors a stay. While courts 
have denied a stay pending IPR where a case is “past the early stages of the proceedings,” Rovi Guides, 
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2017 WL 4876305, at *3 (internal citations omitted), and has progressed through claim construction and 
discovery, here it is undisputed that that there has been little activity in this case. Only Tier 1 discovery 
has been exchanged and little else, including claim construction, will occur until mid-to-late 2023. DE 30. 

This case mirrors the circumstances in Karl Storz where the motion to stay pending IPR was filed 
before any major milestones occurred in the case. 2018 WL 11220832, at *1. Like the situation in that 
case, here the parties have not substantively begun discovery, nor have they begun the claim construction 
process. Id. Consequently, Slingshot “cannot argue that the proceedings in this matter are too advanced to 
warrant a stay.” Id. (citing Goodman v. Samsung Elecs. Am., Inc., 2017 WL 5636286, at *2 (S.D.N.Y. 
Nov. 22, 2017)); see also Kannuu, 2021 WL 195163, at *10 (“Thus, the case is in an early stage of 
litigation, and this factor heavily favors granting a stay.”). The timing factor weighs strongly in favor of 
an immediate stay before the parties or the Court expend valuable resources litigating this case. 
 

C. Slingshot Will Suffer No Prejudice or Tactical Disadvantage From an Early Stay 

Courts in the Second Circuit recognize four sub-factors on the question of undue prejudice or clear 
tactical disadvantage in view of a request to stay pending an IPR: (1) the timing of the review request; (2) 
the timing of the request for stay; (3) the status of the review proceedings; and (4) the relationship of the 
parties. Wiesel, 2021 WL 5038764, at *1; Think Products, 2015 U.S. Dist. LEXIS 196129, at *6, 
(E.D.N.Y. June 19, 2015); Synkloud Techs., 2022 WL 1046261, at *2; Rovi Guides, 2017 WL 4876305, 
at *4. These factors demonstrate that there will be no undue burden on Slingshot. 

 
i. Factors 1 & 2: Canon Timely Sought PTAB Review and Promptly Moved to Stay 

 Canon filed all four of its Slingshot I IPR petitions between August 2022 and October 22 (and will 
file its Slingshot II IPR petitions by December 2022), within seven months of Slingshot’s complaints. See 
Slingshot I, DE 1 and Slingshot II, DE 1. Courts have regularly concluded that this sub-factor weighs in 
favor of granting a stay where a party files its IPR proceedings within the one-year statutory deadline set 
forth under 35 U.S.C. § 315(b). Think Products, 2015 U.S. Dist. LEXIS 196129, at *7; Synkloud Techs., 
2022 WL 1046261, at *3. 

 Canon moved to stay this case shortly after it filed the last of the Slingshot I IPR petitions and 
shortly before filing its Slingshot II IPRs. Canon’s diligence satisfies the “sufficiently prompt” standard 
articulated in applicable decisions and is neither “dilatory” nor “likely to give the moving party a tactical 
advantage.” Kannuu, 2021 WL 195163, at *11; see also Rovi Guides, 2017 WL 4876305, at *4. Thus, this 
second sub-factor weighs in favor of granting a stay. See generally VirtualAgility Inc. v. Salesforce.com, 
Inc., 759 F.3d 1307, 1320 (Fed. Cir. 2014). 

ii. Factor 3: The Status of the IPRs Does Not Create An Undue Burden on Slingshot 

 The PTAB proceedings are not likely to cause any undue prejudice or tactical disadvantage if the 
stay is granted. In Think Products and Molo, the patent owner made much of the fact that the PTAB had 
not yet instituted the pending IPR petitions, but the Courts pointed out that such a determination was 
imminent given the PTAB’s statutory obligations. Think Products, 2015 U.S. Dist. LEXIS 196129, at *8-
*9; Molo, 2022 WL 2135628, at *3. There is no risk of an indefinite stay. Further, a stay pending institution 
would have minimal impact on the case schedule given fact discovery remains open until January 2024 
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and claim construction briefing does not begin until June 2023. DE 30. The expedited and time-bounded 
nature of the IPR process would minimize any prejudice to Slingshot because the PTAB is statutorily 
obligated to decide on institution roughly six months from now, 35 U.S.C. § 314(b), and thereafter 
complete the proceedings “not later than 1 year after” the IPR is instituted. 35 U.S.C. § 316(a)(11).  

While some courts have concluded that patent owners should be permitted to pursue infringement 
claims until the PTAB has decided whether to institute, the trend in the Second Circuit and this district is 
“to allow the PTO to apply its expertise to these proceedings before considerable judicial resources are 
expended” and that any “modest delay imposed by waiting for the PTAB’s initial decision is outweighed 
by the potential benefit of obtaining the PTAB’s expertise on a complex topic.” Think Products, 2015 
U.S. Dist. LEXIS 196129, at *8-*9; Molo, 2022 WL 2135628, at *3 (internal citation omitted). Further, 
Canon has already produced technical discovery concerning the accused products, allowing Slingshot the 
opportunity to develop its infringement theories during any stay. Because a modest delay in the litigation 
will not unduly prejudice Slingshot, and there is a substantial likelihood that the PTAB will simplify the 
issues in the litigation, this sub-factor weighs in favor of a stay. 
 

iii. Factor 4: The Relationship Between the Parties Favors a Stay 

 The relationship between the parties does not present the risk of outsized consequences, especially 
where Slingshot is a non-practicing entity. Like Think Products and Kannuu, this factor is straightforward 
because Slingshot does not practice its patents and does not compete with Canon. Think Products, 2015 
U.S. Dist. LEXIS 196129, at *9 (“Plaintiff concedes that it does not practice the patent, and is not in direct 
competition with Defendants… Accordingly, there is no reason to conclude that a stay would adversely 
affect market competition.”); Kannuu, 2021 WL 195163, at *11 (same). Where, as here, the parties are 
not direct competitors, monetary relief is available to make the patent owner whole in the event of a later 
judgment on the issue of infringement and Slingshot will have a full opportunity to seek damages if the 
case resumes. See Think Products, 2015 U.S. Dist. LEXIS 196129, at *9; Molo, 2022 WL 2135628, at *4; 
see also VirtualAgility, 759 F.3d at 1317-18. 

II. CONCLUSION 

 The above factors uniformly weigh in favor of granting an immediate stay. The benefits of 
conserving resources and streamlining the case for trial through a pre-institution stay greatly outweigh 
any downside presented by modest delay. See, e.g., Think Products, 2015 U.S. Dist. LEXIS 196129, at 
*6-*12; Synkloud Techs., 2022 WL 1046261, at *4. Given that this case is still at an extremely early stage 
and the PTAB proceedings have the potential to narrow or altogether moot this litigation, the Court should 
immediately grant this motion to stay the litigation pending the PTAB’s decision regarding institution of 
the IPRs and should extend the stay if the PTAB institutes on at least some of the claims.  

With respect to Slingshot II, a temporary two-month stay is warranted to keep the case schedules 
aligned while Canon finalizes and files its remaining IPRs. Such a short stay will cause no prejudice to 
Slingshot for the same reasons articulated above with respect to Slingshot I and would not impact any of 
the current case deadlines. Further, the short nature of the stay provides the Court the opportunity to 
reassess the stay once Canon’s additional IPRs are on file. 
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       Respectfully, 
       /s/ Grant A. Shehigian 
       Grant A. Shehigian 
 
cc: Counsel of Record (via ECF) 
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PTAB Trial Statistics
FY22 Q3 Outcome Roundup
IPR, PGR

Patent Trial and Appeal Board
Fiscal Year 2022 3rd Quarter
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IPR
992
97% PGR

35
3%

1,027
Total

3

Petitions filed by trial type 
(FY22 through Q3: Oct. 1, 2021 to Jun. 30, 2022)

Trial types include Inter Partes Review (IPR) and Post Grant Review (PGR).
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Petitions filed by technology
(FY22 through Q3: Oct. 1, 2021 to Jun. 30, 2022)

4

Case 2:22-cv-00123-HG-LGD   Document 47-1   Filed 11/02/22   Page 5 of 16 PageID #: 902



9 7 8 3 6 4 6 3 4 1 4 3 4

122 122

97
111

118

100 105 102

123

103

126

101
114

(35 PGRs in FY22)

(992 IPRs in FY22)

Jun Jul Aug Sep Oct Nov Dec Jan Feb Mar Apr May Jun

IPR

5

Petitions filed by month 
(Jun. 2022 and Previous 12 Months: Jun. 1, 2021 to Jun. 30, 2022)

PGR

Case 2:22-cv-00123-HG-LGD   Document 47-1   Filed 11/02/22   Page 6 of 16 PageID #: 903



859 859
648 702

604577 510 507 498
310

60%
63%

56%
59%

66%

FY18 FY19 FY20 FY21 FY22 YTD

Instituted
Denied

6

Institution rates by petition
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Institution rates by patent
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9

Institution rates by technology
(FY22 through Q3: Oct. 1, 2021 to Jun. 30, 2022)

Institution rate for each technology is calculated by dividing petitions instituted by 
decisions on institution (i.e., petitions instituted plus petitions denied). The outcomes 
of decisions on institution responsive to requests for rehearing are excluded.
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Settlements
(FY18 to FY22 through Q3: Oct. 1, 2017 to Jun. 30, 2022)

Settlement rate is calculated by dividing total settlements by concluded proceedings in 
each fiscal year (i.e., denied institution, settled, dismissed, requested adverse judgment, 
and final written decision), excluding joined cases.
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Outcomes by petition
(FY22 through Q3: Oct. 1, 2021 to Jun. 30, 2022)

FWD patentability or unpatentability reported with respect to the claims at issue in the 
FWD.  Joined cases are excluded. 11
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Outcomes by patent
(FY22 through Q3: Oct. 1, 2021 to Jun. 30, 2022)

FWD patentability or unpatentability reported with respect to the claims at issue in the 
FWD. “Mixed Outcome” is shown for patents receiving more than one type of outcome 
from the list of: denied, settled, dismissed, and/or req. adverse judgement only. A patent 
is listed in a FWD category if it ever received a FWD, regardless of other outcomes. 12
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13

Outcomes by claim challenged
(FY22 through Q3: Oct. 1, 2021 to Jun. 30, 2022)
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”No DI” and “No FWD” means 
the claim was challenged but not 
addressed in a DI/FWD, e.g., due 
to settlement.

30% of challenged claims and 55% 
of instituted claims were found 
unpatentable by a preponderance 
of the evidence.

14

Claim outcomes
(FY22 through Q3: Oct. 1, 2021 to Jun. 30, 2022)
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